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DETAILED ACTION 

Acknowledgement of Receipt 

Applicant's Response, filed 4/4/2008, in reply to the Office Action mailed 
1/11/2008 is acknowledged and has been entered. Claims 1-4, 6-17, 19-31, 49-54 and 
56-69 are pending, of which claim 16 is withdrawn from consideration at this time as 
being drawn to a non-elected invention. Claim 1 has been amended. Claims 1-4, 6-15, 
17, 19-31, 49-54 and 56-69 are readable upon the elected invention and are examined 
herein on the merits for patentability. 

Response to Arguments 

Applicant's arguments, see pages 8-11 of the Response, with respect to the 
rejection of claims 1,2,8,9,15,17,19- 23, 25, 26, 28 - 31 and 49 - 59 under 35 USC 
103(a) as being unpatentable over Jacobsen (US 6,530,943) and Greene (US 
2002/0177855), in view of Smith et al. (US 5,888,930), have been fully considered but 
they are not persuasive for reasons set forth hereinbelow. 

Applicant's arguments, see pages 11 - 12 of the Response, with respect to the 
rejection of claims 1 - 4, 6 - 1 5, 1 7, 1 9 - 26, 28 - 31 and 49 - 59 under 35 USC 1 03(a) 
as being unpatentable over Jacobsen (US 6,530,943) and Greene (US 2002/0177855), 
in view of Smith et al. (US 5,888,930), in further view of Mazzocchi (US 6,605,1 02), 
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have been fully considered but they are not persuasive for reasons set forth 
hereinbelow. 

Applicant's arguments, see pages 12 - 13 of the Response, with respect to the 
rejection of claims 1 - 7, 1 5, 1 7, 1 9, 21 , 22, 25 - 31 , 49 - 54 and 56 - 59 under 35 
U.S.C. 1 03(a) as being unpatentable over Jacobsen (US 6,530,943) in view of Mangin 
(WO 01/66016), have been fully considered but they are not persuasive for reasons set 
forth hereinbelow. 

Applicant's arguments, see page 13 of the Response, with respect to the 
rejection of claims 1 - 4, 6 - 15, 17, 19 - 31 and 49- 53 under 35 U.S.C. 112, second 
paragraph, have been fully considered. The rejection has been WITHDRAWN as being 
overcome by amendment. 

Applicant's arguments, see pages 14 - 15 of the Response, with respect to the 
rejection of claims 1 - 4, 6, 7, 1 5, 1 7, 1 9 - 23, 25 - 31 , 49 - 54 and 56 - 59 under 35 
U.S.C. 103(a) as being unpatentable over Jacobsen (US 6,530,943) in view of 
Lanphere et al. (US 2003/0185895), have been fully considered but they are not 
persuasive for reasons set forth hereinbelow. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1,2,8,9,15,17,19- 23, 25, 26, 28 - 31 , 49 - 54 and 56 - 59 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Jacobsen (US 6,530,943) 
and Greene (US 2002/0177855), in view of Smith etal. (US 5,888,930), for reasons set 
forth in the Office Action mailed 1/1 1/2008. 

Applicant argues on pages 8-11 of the Response that Jacobsen does not 
disclose how to make his particle chain and that instead Jacobsen only discloses the 
various shapes of the particle chains and their components. Applicant argues that 
Jacobsen's particle chain does not include the features of the claimed particles, and that 
there is no teaching regarding how the particle chain disclosed by Jacobsen could be 
modified to include the particles disclosed in Smith. Applicant further states that for the 
prior art to render the subject matter covered by a claim obvious, the prior art must 
enable one skilled in the art to make and use the subject matter being claimed, and that 
even if Jacobsen did provide an enabling disclosure for how to make his particle chains, 
one skilled in the art would not know how to make a chain of the type disclosed by 
Jacobsen with the particles disclosed by Smith because Smith's particles can only be 
made with the specific methods Smith taught, and Jacobsen's particles do not have the 
features of Smith's particles and are not made using Smith's methods. 
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Applicant further argues that Greene's methods of making his embolic device are 
not compatible with Smith's methods of making his beads. Applicant contends that 
Greene's methods involve putting a polymer member in a tubular holder followed by 
coaxially skewering the polymer member with a filamentous carrier, or disposing a 
filamentous carrier in a mold followed by transferring polymer under pressure into the 
mold, and that in contrast, Smith makes his particles by spraying droplets of polymer 
solution into a precipitation bath and drying the droplets to form individual beads. 
Applicant asserts that one would not have had a reasonable expectation of success in 
trying to make Smith's particles using Greene's methods that include coaxially 
skewering a polymer member with filamentous carrier, or disposing a filamentous carrier 
in a mold followed by transferring polymer under pressure into the mold, and that it 
would not have been obvious to one skilled in the art to combine Green and Smith to 
provide Greene's particle chain with Smith's particles. 

This is not found to be persuasive. With regard to Applicant's argument that 
Jacobsen does not teach how to make his particle chain and that even if Jacobsen did 
provide an enabling disclosure for how to make his particle chains, one skilled in the art 
would not know how to make a chain of the type disclosed by Jacobsen with the 
particles disclosed by Smith because Smith's particles can only be made with the 
specific methods Smith taught, and Jacobsen's particles do not have the features of 
Smith's particles and are not made using Smith's methods, the examiner repeats the 
position that prior art is presumed to be operable/enabling per MPEP 2121 , as well as 
that under 35 U.S.C. 282, a patent shall be presumed valid (i.e. and thus is presumed to 
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meet the enablement requirement). With regard to Applicant's argument that 
Jacobsen's particles do not have the features of Smith's particles, both Jacobsen and 
Smith teach porous particles. It is further noted that the instant claims are composition 
claims, not method of making claims. In response to Applicant's argument that one 
would not have had a reasonable expectation of success in trying to make Smith's 
particles using Greene's methods that include coaxially skewering a polymer member 
with filamentous carrier, or disposing a filamentous carrier in a mold followed by 
transferring polymer under pressure into the mold, this is not found to be persuasive 
because one would not necessarily have to make Smith's particles using Greene's 
methods. For example, one could first prepare Smith's particles, then skewer then onto 
a filamentous carrier, as in Greene. Furthermore, see MPEP 2145 (III) regarding 
arguing that prior art devices are not physically combinable. "The test for obviousness 
is not whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference.... Rather, the test is what the combined teachings of 
those references would have suggested to those of ordinary skill in the art." In re Keller, 
642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). See also In re Sneed, 710 F.2d 
1544, 1550, 218 USPQ 385, 389 (Fed. Cir. 1983) ("[l]t is not necessary that the 
inventions of the references be physically combinable to render obvious the invention 
under review."); and In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973) 
("Combining the teachings of references does not involve an ability to combine their 
specific structures."). 
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Claims 1 - 4, 6 - 1 5, 1 7, 1 9 - 26, 28 - 31 , 49 - 54 and 56 - 59 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Jacobsen (US 6,530,943) and 
Greene (US 2002/0177855), in view of Smith etal. (US 5,888,930), in further view of 
Mazzocchi (US 6,605,102), for reasons set forth in the Office Action mailed 1/11/2008. 

Applicant argues on pages 11 - 12 of the Response that, for reasons noted 
above, the combination of Jacobsen and Greene, in view of Smith does not render 
obvious the claimed subject matter, and that Mazzocchi does not cure the deficiencies 
of these references. 

This is found non-persuasive for reasons set forth above. The Mazzochhi 
reference is included to address that the claimed aspect ratios are known in the art to 
be desirable in an embolic device. 

Claims 1 - 7, 1 5, 1 7, 1 9, 21 , 22, 25 - 31 , 49 - 54 and 56 - 59 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Jacobsen (US 6,530,943) in view of 
Mangin (WO 01/66016), for reasons set forth in the Office Action mailed 1/11/2008. 

Applicant argues on pages 12 - 13 of the Response that, as explained above, 
Jacobsen does not teach how to make his particle chain. Applicant contends that 
Mangin certainly does not explicitly or inherently disclose an embolic particle having an 
interior region with pores having a mean size and a surface region having pores with a 
mean size, the pores of the interior region being greater than the mean size of the pores 
of the surface region. Applicant argues that Mangin's Figure B is a cross-sectional view 
of his particles that includes a one dimensional circumference over a two dimensional 
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circular area representing one cross-section of the particle. Applicant contends that 
"interior region" of a particle is three dimensional and "surface region" is two or three 
dimensional and therefore to obtain features of the surface and interior regions of a 
particle, more than one cross-sectional view of the particle is required. Applicant argues 
that to strictly analyze the distribution of pore sizes in Magin's particles, infinite numbers 
of cross-sectional views as shown in Mangin's Figure B are needed. 

This is not found to be persuasive. A single figure depicting a cross-section of a 
particle can be sufficient to demonstrate pore size distribution. This interpretation is 
supported by the instant specification, which shows only a cartoon of a single cross 
section, see Figure 5 of the instant Application. 

Claims 1 -4,6,7,15,17,19- 23, 25 - 31 , 49 - 54 and 56 - 59 are rejected 
under 35 U.S.C. 103(a) as being obvious over Jacobsen et al. (US 6,530,934) in view of 
Lanphere et al. (US 2003/0185895), for reasons set forth in the Office Action mailed 
1/11/2008. 

Applicant argues on pages 14 - 15 of the Response that, as noted above, 
Jacobsen does not disclose or render obvious the features of the claims, and that 
Lanphere does not cure the deficiencies of Jacobsen. Applicant contends that nowhere 
does Lanphere disclose or render obvious particle chains that include particles, at least 
one of the particles having the claimed pore size distribution. Applicant argues that 
even if one skilled in the art would have somehow wanted to combine the references, 
that person would not have been able to make the particle chains covered by the claims 
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because neither Jacobsen nor Lanphere teach how to make such particle chains. 
Applicant asserts that Jacobsen's particles in his particle chain do not include the 
features of Lanphere's particles. 

This is not found to be persuasive. Both Jacobsen and Lanphere teach porous 
particles. It is further noted that the instant claims are composition claims, not method 
of making claims. Furthermore, see MPEP 2145 (III) regarding arguing that prior art 
devices are not physically combinable. "The test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the 
primary reference.... Rather, the test is what the combined teachings of those 
references would have suggested to those of ordinary skill in the art." In re Keller, 642 
F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). See also In re Sneed, 710 F.2d 
1544, 1550, 218 USPQ 385, 389 (Fed. Cir. 1983) ("[l]t is not necessary that the 
inventions of the references be physically combinable to render obvious the invention 
under review."); and In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973) 
("Combining the teachings of references does not involve an ability to combine their 
specific structures."). 

Conclusion 

No claims are allowed at this time. 

Although Applicant's arguments as set forth in the aforementioned Response 
have been fully considered, they are deemed unpersuasive. Accordingly, THIS 
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ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leah Schlientz whose telephone number is 571-272- 
9928. The examiner can normally be reached on Monday - Friday 8 AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on 571-272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 
LHS 



